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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 10-11, 13-14, 16-17, 21-22, 32-36 and 47-49 are rejected under 35 
U.S.C. 103 (a) as being unpatentable over Billstrom et al. (US 5,590,133) in view of 
Essigmann (US 5,850391). 

For claims 10-11, 13-14, 16-17 and 21-22, Billstrom et al. disclose apparatuses 
and mobile stations for providing packet data communication in digital TDMA cellular 
systems, comprising: 

inputting an identification number of a called party mobile station (figure 14, col. 
22 lines 22-24); 

establishing a first call from a calling party mobile station to a mobile data 
network interworking unit and then establishing a first traffic channel (figure 10, col. 17 
line 55 to col. 18 line 27); 

calling the called party mobile station at said mobile data network interworking 
unit (figure 10, reference DATA (8), col. 18 lines 26-27); 

establishing a second call from said called party mobile station to said mobile 
data network interworking unit when a data response comes from said called party 
mobile station and then establishing a second traffic channel after said mobile data path 
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connection module informs said public network data path connection control module of 
the normal state of a first data path between a mobile switching center and the mobile 
data network interworking unit (figure 11, reference DATA (1), col. 18 lines 28-30); 

establishing a call between said mobile switching center and the mobile data 
network interworking unit through a second data path (col. 22 line 1 1 to col. 24 line 27); 
and 

connecting said first and second traffic channels through at least one of the 
interworking unit to perform circuit data service (col. 17 line 55 to col. 18 line 30). 

However, Billstrom et al. do not disclose at least one modem of the interworking 
unit to perform circuit data service. In an analogous art, Essigmann discloses at least 
one modem of the interworking unit to perform circuit data service (col. 8 line 25). 

One skilled in the art would have recognized at least one modem of the 
interworking unit to perform circuit data service to use the teachings of Essigmann in the 
system of Billstrom et al. Therefore it would have been obvious to one of ordinary skill in 
the art at the time invention, to use the at least one modem of the interworking unit to 
perform circuit data service as taught by Essigmann in Billstrom et al.'s system with the 
motivation being to provide with appropriate parameters and settings as indicated by 
extracted IVITF control data (col. 8 lines 9-12). 

For claims 32-34 and 47-49, Billstrom et al. disclose apparatuses and mobile 
stations for providing packet data communication in digital TDMA cellular systems, 
comprising: 
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a data path connector to couple over at least first and second data paths to a 
mobile switching center (figure14, col. 21 lines 35-47 and col. 23 line 1 to col. 24 line 
27). 

However, Billstrom et al. do not disclose: 

a main processor to form a traffic channel of a mobile data path between a first 
mobile terminal and a second mobile terminal when a circuit data service option is 
detected by the mobile switching center from a base station; 

a circuit data processor, coupled to the main processor and configured to 
analyze a signal transmitted from the first mobile terminal if a protocol between the first 
mobile terminal and the second mobile terminal is normally executed. and to transmit an 
identification number from the second terminal to the main processor; and 

a switching circuit, configured to selectively switch a connection between the 
circuit data processor and data path connector in accordance with a control signal from 
the main processor to perform circuit data service, wherein the circuit data processor 
comprises at least one modem. 

In an analogous art, Essigmann discloses: 

a main processor to form a traffic channel of a mobile data path between a first 
mobile terminal and a second mobile terminal when a circuit data service option is 
detected by the mobile switching center from a base station (col. 7 lines 52-54); 

a circuit data processor, coupled to the main processor and configured to 
analyze a signal transmitted from the first mobile terminal if a protocol between the first 
mobile terminal and the second mobile terminal is normally executed, and to transmit an 
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identification number from the second terminal to the main processor (col. 7 line 64 to 
col. 8 line 1); and 

a switching circuit (figure 2, col. 4 lines 8-9), configured to selectively switch a 
connection between the circuit data processor and data path connector in accordance 
with a control signal from the main processor to perform circuit data service, wherein the 
circuit data processor comprises at least one modem (col. 7 line 49 to col. 8 line 12). 

One skilled in the art would have recognized a main processor to form a traffic 
channel of a mobile data path between a first mobile terminal and a second mobile 
terminal to use the teachings of Essigmann in the system of Billstrom et al. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of the invention, to 
use the main processor to form a traffic channel of a mobile data path between a first 
mobile terminal and a second mobile terminal as taught by Essigmann in Billstrom et 
al.'s system with the motivation being to identify the appropriate IWF control data 
associated with the requested IWF service and transmit a first ISIP signal 350 using a 
directory number assigned to the SIWF telecommunications node 190 as the called 
party number (col. 7 lines 60-64). 

For claims 35 and 36, Billstrom et al. disclose apparatuses and mobile stations 
for providing packet data communication in digital TDMA cellular systems, comprising: 

inputting an identification number of a first mobile station (figure 14, col. 22 lines 
22-24); 
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establishing a first call from a second mobile station to a mobile data network 
interworking unit and then establishing a first traffic channel (figure 10, col. 17 line 55 to 
col. 18 line 27); 

calling the first mobile station at the mobile data network interworking unit (figure 
10, reference DATA (8), col. 18 lines 26-27); 

establishing a second call from the first mobile station to the mobile data network 
interworking unit when a data response comes from the first mobile station and then 
establishing a second traffic channel after a mobile data path connection module 
informs a public network data path connection control module of the normal state of the 
first data path (figure 1 1 , reference DATA (1 ), col. 18 lines 28-30); 

establishing a call between said mobile switching center and the mobile data 
network interworking unit through the second data path (col. 22 line 1 1 to col. 24 line 
27); and 

connecting the first and second traffic channels through at least one of the mobile 
data network interworking unit to perform circuit data service (col. 17 line 55 to col. 18 
line 30). 

However, Billstrom et al. do not disclose at least one modem of the interworking 
unit to perform circuit data service. In an analogous art, Essigmann discloses at least 
one modem of the interworking unit to perform circuit data service (col. 8 line 25). 

One skilled in the art would have recognized at least one.modem of the 
interworking unit to perform circuit data service to use the teachings of Essigmann in the 
system of Billstrom et al. Therefore it would have been obvious to one of ordinary skill in 
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the art at the time invention, to use the at least one modem of the interworking unit to 
perform circuit data service as taught by Essigmann in Billstrom et al.'s system with the 
motivation being to provide with appropriate parameters and settings as indicated by 
extracted IVITF control data (col. 8 lines 9-12). 

Allowable Subject Matter 

3. Claims 12, 15, 18-20, 23-26 and 37 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

4. Claims 1-9, 27-31 and 38-46 are allowed. 

5. The following is an examiner's statement of reasons for allowance: 
Regarding claim 1 , the prior art fails to teach a combination of the steps of: 

a mobile switching center for detecting a service option included in the signal 
transmitted from the base stations and base station controllers and for switching 
between a circuit data service and a packet data service based on the detected service 
option, in the specific combination as recited in the claim. 

Regarding claim 27, the prior art fails to teach a combination of the steps of: 
a mobile switching center (MSC) configured to detect a service option included in 
the signal transmitted from the at least one base station and base station controller and 
to switch between a circuit data service and a packet data service based on the 
detected service option, in the specific combination as recited in the claim. 

Response to Arguments 
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6. Applicant's arguments filed June 1 7, 2004 have been fully considered but they 
are not persuasive. 

The applicant argues with respect to claims 10, 21 and 35, that the combination 
of Essigmann and Billstrom does not teach or suggest all the features of independent 
claim 10 including connecting the first and second traffic channel through at least one 
modem of the interworking unit to perform circuit data service. The examiner disagrees. 

Applicant's attention is directed to Billstrom patent at col. 17 line 55 to col. 18 line 
27 (figure 10), where Billstrom (primary reference) clearly teaches "To initiate a packet 
transfer in the mobile originated direction, illustrated by the sequence diagram in Fig. 
10" as "establishing a first traffic channel through the interworking unit to perform circuit 
data service" mean in claim 10. Billstrom further teaches at col. 18 lines 28-29 (figure 11 
refereference DATA (1)), "When a packet, addresses to an MS is received by the PD 
router in the MSCA/LR where the MS is registered" as "second traffic channel through 
the interworking unit to perform circuit data service" mean in claim 10. Essigmann 
(secondary reference) teaches at col. 8 lines 9-12 (figure 5, reference 120), "the modem 
120 is seized with appropriated parameters and setting as indicated by the extracted 
IWF control data" as "at least one modem of the interworking unit to perform circuit data 
service" mean in claim 10. The same argument above is also applied for claims 21 and 
35. 

Furthermore, the applicant argues with respect to claim 32, that Billstrom and 
Essigmann do not teach or suggest a switching circuit, configured to selectively switch a 
connection between the circuit data processor and the data path connector in 
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accordance with a control signal from the main processor to perform circuit data service, 
where the circuit data processor comprises at least one modem. The examiner 
disagrees. Applicant's attention is directed to Essigmann at col. 8 lines 1-12 (figure 5), 
where Essigmann clearly teaches "As a result, a first circuit call connection 200 from the 
serving MSC 30 to the SIWF telecommunication node 090 is established. The SIWF 
application module 180 within the SIWF telecommunications node 190 extracts the IWF 
control data 390 encapsulated within the optional parameters of the received ISUP 
signal 350 and identifies the appropriate IWF hardware or software device. For 
example, for a modem call connection request, the modem 120 is seized with 
appropriate parameters and setting as indicated by the extracted IWF control data and 
link 370 with the first circuit call connection 200." 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Application/Control Number: 09/055,984 



Page 10 



Art Unit: 2665 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Toan D Nguyen whose telephone number is 571-272- 
3153. The examiner can normally be reached on M-F (7:00AM-4:30PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Huy Vu can be reached on 571-272-3155. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





